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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION " 

• SSSSSS 1 ''* .nnoeventhoweve r .n 1 a y arep, beti n 1 e, y n, ed 

- » to reply wit*n^ 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 2n 
Disposition of Claims - ■ . 

4) ^ Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) |gl Claim(s) 1^18 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

ll R °!? f r nCeS C,ted (PT °- 892) <) □ 'nterview Summary (PTO-413, Paper No(s). 

2 U Not.ce of Draftsperson s Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Paten. Application (PTO-1^T 

3) U Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office ~ ■ — — 

PTO-326 (Rev. 04-01) Office Action Summary 



Part of Paper No. 21 



Application/Control Number: 09/508,828 
Art Unit: 1653 



Page 2 



DETAILED ACTION 
Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

, /-Group I, claim(s) 1-10, 13 and 15, drawn to a polypeptide and a pharmaceutical composition 
\ I comprising a polypeptide. 

i — Group l£ claim(s) 1 1, 12, drawn to a method of diagnosing prion diseases. 
JL 

Group Iff, claim(s) 14, drawn to a DNA molecule encoding a polypeptide. 

Group claim(s) 16, drawn to a method of making PrPSc specific antibodies 
1/ 

Group Jf, claim(s) 17, drawn to a method of detecting PrPSc specific surface sequence zones. 
Group ^ claim 1 8, drawn to a method of screening a library. 

The inventions listed as Groups I-V do not relate to a single general inventive concept under 
PCT Rule 13. 1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: A synthetic polypeptide containing at least one 
defined sequences of PrP or sequences derived therefrom, said sequences being recognized by 
PrPSc binding substances, is known in the art (present claim 1 )(WO 93 1 1 1 55, p. 1 -3, 7- 1 7 and p. 
22, lines 1-5). As the products of Group I are known in the art and are the only common feature 
of Groups 1-V, the groups are not so linked as to form a single contribution to the art as a whole. 
PCT Rules 13.1-13.2 do not allow for multiple products and processes. 

The inventions are also distinct, each from the other because of the following reasons: 
Claims 2, 3, 6 and 13 encompass more than one distinct amino acid sequences with different 
corresponding primary structures. The proteins are structurally different; therefore, the applicant 
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must elect a specific sequence for examination. The elected claims will be examined only in-so- 
far as it pertains to the elected SEQ ID NO:. 

Applicant is advised that a reply to this requirement must include an identification of the 
peptide or nucleic acid that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered nonresponsive unless accompanied by an 
election. 

This election requirement is not to be construed as a species election, as these compounds 
do not share a common primary structure and appear to be patentably distinct. 

Should applicant traverse on the ground that these different compounds are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
specied to be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions unpatentable over the prior art, the evidence 
or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

A telephone call was made to David Spaw at (216)566-9700 on April 4, 2003 to request 
an oral election to the above restriction requirement, but did not result in an election being made. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laurie Mayes whose telephone number is (703) 605-1208. The 
examiner can normally be reached on Monday through Friday from 7 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on (703) 305-2923. The fax phone numbers for the 
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organization where this application or proceeding is assigned are (703) 305-3014 for regular 
communications and (703) 305-3014 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 123. 



Laurie Mayes 
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